
Roving Seminar  

on WIPO Services and Initiatives 
                                                                              

Organized by 

The World Intellectual Property Organization (WIPO)  

 

in cooperation with  

The Hungarian Intellectual Office (HIPO) 



Budapest, Hungary 

November 16, 2016 

Speaker:  Ms. Virag Halgand, Head, Section for Central European 

and Baltic States and Mediterranean Countries, Department 

for Transition and Developed Countries (TDC), WIPO  

    

E-mail:     virag.halgand@wipo.int  

INTRODUCTION TO WIPO: 

DEVELOPMENT OF THE INTERNATIONAL LEGAL 

FRAMEWORK  

MAJOR INTELLECTUAL PROPERTY ECONOMIC 

STUDIES 

 

mailto:virag.halgand@wipo.int


WIPO MISSION: To lead the development of a 

balanced and effective international 

intellectual property (IP) system that 

enables innovation and creativity for the 

benefit of all. 

 

MEMBER STATES: 189  

OBSERVERS: more than 390 

(NGOs, IGOs, industry groups, etc.) 

STAFF: more than 1. 300  

ADMINISTERED TREATIES: 26  

MAIN BODIES: General Assembly, 

WIPO Coordination Committee, WIPO 

Conference 

 

 



WIPO’S PRESENCE AROUND THE WORLD  

Geneva HQ 
Japan China 
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WIPO IS SERVICE AND DEVELOPMENT 

ORIENTED 

Economic Development  

Norm 

Setting 

Services to 

Industry 

Global 

Infrastructure 



Norm Setting 

International IP laws 



NORM SETTING PROCESSES  

Standing Committees, Working Groups 

 

PATENTS: Standing Committee and PCT Working Group  

COPYRIGHT & RELATED RIGHTS: Standing Committee  

TRADEMARKS, DESIGNS & GEOGRAPHICAL INDICATIONS: Standing 

Committee, Madrid, Hague, Lisbon Working Groups  

CROSS CUTTING ISSUES:  Intergovernmental Committee on Genetics Resources and 

Traditional Knowledge and Traditional Cultural Expressions  

AIM :  

• Build consensus on topical issues 

• Take into account interests of all stakeholders for a   balanced, 

reliable, efficient, user-friendly, cost-effective system. 

 

N.B.  Enforcement issues are discussed within the Advisory Committee on 

Enforcement (ACE)  

 

 

 

 



NORM SETTING  

MAJOR LEGAL DEVELOPMENTS  

MOST RECENT DEVELOPMENTS  

Geneva Act of the Lisbon Agreement on Appellations of Origin and Geographical 

Indications (adopted on May 20, 2015) 

Marrakesh Treaty to Facilitate Access to Published Works for Persons Who are 

Blind, Visually Impaired or Otherwise Print Disabled (adopted on June 27, 2014 and 

in force since September 30, 2016)  

Beijing Treaty on Audiovisual Performances (adopted on June 24, 2012)  

 

ONGOING PROCESSES  

Development of a Design Law Treaty  

Development of a WIPO Treaty on the Protection of Broadcasting Organizations 



MARRAKESH TREATY  

WIPO Director General  

Dr. Francis Gurry  & Mr. Stevie 

Wonder  

Marrakesh 
Treaty 

• Its main goal is to create a set of 
mandatory limitations for the 
benefit of the blind, visually 
impaired, and otherwise print 
disabled, and to permit 
exchange of these works across 
borders by organizations that 
serve those beneficiaries. 



WIPO 
Arbitration and 

Mediation 
Center 

Hague System 
(Industrial 
Designs) 

Madrid System 
(Trademarks) 

Patent 
Cooperation 

Treaty 
(Patents) 

Lisbon System 
(Appellations 

of Origin) 

WIPO: PROVIDER OF PREMIER GLOBAL IP 

SERVICES 



Repositories 
of Information 

• Databases e.g. Patentscope and 
Global Brand Database 

Platforms 

• Common platform for e-data 
exchange among IPOs: IPAS, DAS 

• Other platforms: WIPO GREEN and 
WIPO Re:Search 

Treatment of 
Information 

• International Classification Systems 
(Organize into indexed, manageable 
structures for easy retrieval) 

• Standards for IP Offices (Help 
streamline data processing) 

Global IP 

Infrastructure 



WIPO’S BUDGET 2016 - 2017:  

756,3 Million CHF  

 

 
5% 

77% 

17% 

1% 0% 

BUDGET BY INCOME 

Contributions from
Member States

PCT

Madrid System

Hague System

Other



MAJOR ECONOMIC STUDIES ON IP 

WIPO Unit  – THE ECONOMICS AND STATISTICS DIVISION – 
Reflects the Growing Consensus on the importance of the Economic 

Dimension of IP.  

 

The Division applies statistic and economic 
analysis to the use of WIPO services. 

This  structure also improves WIPO 
economic insight on IP Development.  



 

The PCT Yearly Review provides an overview of 

the performance and development of the PCT 

system: http://www.wipo.int/ipstats/en/statistics/pct/ 

 

Madrid Yearly Review:  http://www.wipo.int/ipstats/en 

 

Hague Yearly Review:  http://www.wipo.int/ipstats/en/ 

 

The WIPO IP Facts and Figures provides an 

overview of IP activity based on the latest available 

year of statistics. It serves as a quick reference 

guide for statistics:  http://www.wipo.int/ipstats/en/ 

 

World Intellectual Property Indicators (WIPI) 

provides an overview of latest trends in IP filings 

and registrations covering more than 100 offices: 
http://www.wipo.int/ipstats/en/wipi/index.html 

 

WIPO IP Statistics Data Center 
http://ipstatsdb.wipo.org/ipstatv2/ipstats/patentsSearch 

 

Hungary Country Profile  
http://www.wipo.int/directory/en/details.jsp?country_code=H

U  
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HUNGARIAN COUNTRY PROFILE 

WIPO WEBSITE  



INTERNATIONAL APPLICATIONS VIA WIPO 

ADMINISTERED TREATIES  

2011 2012 2013 2014

PCT 141 162 163 158

MADRID 252 255 284 291

HAGUE 3 5 10 3
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* The data with regard to the IP filing in 2015 will be available in Dec. 2016  



PATENT APPLICATION BY TOP FIELDS OF 

TECHNOLOGY  

15% 
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5% 

5% 
4% 
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3% 

40% 

Pharmaceuticals

Organic fine chemistry

Medical technology

Civil engineering

Other special machines

Electrical machinery, apparatus,
energy
Food chemistry

Engines, pumps, turbines

Furniture, games

Transport

Others



World Intellectual Property Report (2015): 

Breakthrough Innovation and Economic Growth 

 

Bi-annual Report  ( 2013: Brands – Reputation 

and Image in the Global Marketplace; 2011: 

The Changing Face of Innovation )  

Explores linkages between innovation and 

economic growth, reviews historical patters  

Focuses  on breakthrough innovation, and how 

to translate them into economic growth, with a 

specific focus on the role of IP in this regard.  

6 case studies on different technologies, 3 of 

them traditional: airplanes, antibiotics, and 

semi-conductors, and 3 of them more current 

like 3D printing, nanotechnology, and robotics.  

Elements of success: role of Governments in 

moving promising technology from laboratory to 

production stage;  competitive market forces, 

efforts of firms in commercializing, and follow-

on innovation; linkages between various 

innovation actors.  

 

 



THE GLOBAL INNOVATION INDEX (GII) 2016  

Annual publication that has been providing the latest trends in 

innovation activities across the world.  

 

Multi stakeholder effort  co-published by INSEAD, Cornell 

University and WIPO  

 

The GII has been ranking world economies since 9 years 

according to their innovation capacities and performances 

using approximately 80 indicators. The 2016 report has ranked 

128 economies.  

 

Beyond one-dimensional innovation metrics - a more holistic 

analysis of innovation drivers and outcomes. Recognition of 

the key role of innovation as a driver of economic growth and 

well-being.  Applicable to developed and emerging economies 

alike 

Its results are useful:  

To study countries profiles over time  

Identify countries strengths and weaknesses 

It is a tool for action for decision makers with the goal of improving 

countries’ innovation performances.  
 

 



THE GLOBAL INNOVATION INDEX 2016  

The 2016 edition of the GII is dedicated to the theme “Winning with Global Innovation” 

 

Governments and Institutions need to approach global innovation as a positive-sum 

proposition and tailor policies accordingly. Innovation policies could more explicitly favor 

international collaboration and the diffusion of knowledge across borders.  

 

Innovation requires continuous investment. Before the 2009 crisis, research and 

development (R&D) expenditure grew at an annual pace of approximately 7%. GII 2016 

data indicate that global R&D grew by only 4% in 2014. This was a result of slower growth 

in emerging economies and tighter R&D budgets in high-income economies – this remains 

a source of concern. Investing in innovation for raising long-term economic growth. 

 

Despite China’s rise, an “innovation divide” persists between developed and developing 

countries amid increasing awareness among policymakers that fostering innovation is 

crucial to a vibrant, competitive economy.   

 

 



THE GLOBAL INNOVATION INDEX 

FRAMEWORK 



GII 2016 RANKINGS, GLOBAL CONTEXT 

Switzerland 1 

Sweden 2 

United Kingdom 3 

USA 4 

Finland 5 

Singapore 6 

Denmark 8 

Germany  10 

Estonia 24 

China 25 

Czech Republic 27 

Slovenia 32  

Hungary 33 

Latvia 34 

Lithuania 36 

Turkey 42 

Russian Federation 43 

Chile  44 

Croatia  47 

Romania  48 

South Africa 54 

Ukraine 56 

Mexico 61 

Georgia 64 

Brazil 69 

Morocco  72 

Kazakhstan 75 



GII 2016 RANKINGS, EUROPEAN CONTEXT 

Switzerland 1 Slovakia 37 

Sweden 2 Bulgaria 38 

United Kingdom 3 Poland 39 

Finland 5 Greece 40 

Netherlands 9 Turkey 42 

Germany 10 Rep. of Moldova 46 

France 18 Croatia 47 

Estonia 24 Romania 48 

Czech Republic 27 TFYR Macedonia 58 

Spain 28 Armenia 60 

Italy 29 Georgia 64 

Slovenia 32 Serbia 65 

Hungary 33 Belarus 79 

Latvia 34 Bosnia and Herzegovina 87 

Lithuania 36 Albania 92 



In a Perfect World for 

Innovation Who would do 

What?  

 

Top ranking 

countries/economies for 

selected indicators from 

the Global Innovation Index 

2016 

 



HUNGARY’S STRENGTHS   

THE GLOBAL INNOVATION INDEX 2016 
 

Innovation Efficiency Ratio      17th  

 

The Innovation Efficiency Ratio is the ratio of the Output Sub-Index score over the 

Input Sub-Index score. It shows how much innovation output a given country is getting 

for its inputs.  

 

From Input Pillars: 

 

Business sophistication    34th  

Knowledge absorption    7th  

Intellectual property payments, % total trade     

• High- tech imports less re-imports, % total trade   

• FDI net inflows, % GDP      

• Research talent, % in business enterprise  

 

Knowledge workers  

GERD performed by businesses, % of GDP 22nd 

GERD financed by businesses, % 22nd  

 

 

 

 

   

 

 

 

 

 

 

 

 

 

 

 

 

 



HUNGARY’S STRENGTHS   

THE GLOBAL INNOVATION INDEX 2016 
From Output Pillars:  

 

Knowledge & Technology outputs           15th 

 

Knowledge diffusion           3rd  
• Intellectual property receipts, % of total trade (10th)  

• High-tech net exports, less re-exports, % of total trade (13th )  

• FDI net outflows, % GDP (8th )  

 

Knowledge impact   23rd  
• ISO 9001 quality (management system) certificates/bn PPP $ GDP  

• High-and medium-high-tech manufacturers, %  

 

Creative outputs  
 

Creative goods & services     

• Creative goods exports, % total trade           7th   

 

Online creativity 

• Country-code TLDS/th pop. 15-69           20th  
 

   

 

 

 

 

 

 

 

 

 

 

 

 

 



THE GLOBAL INNOVATION INDEX 2016 

ROOM FOR IMPROVEMENT  

Innovation Input Pillars: 

 

Market sophistication  

 

Credit 

• Domestic credit to private sector, % GDP  

• Microfinance gross loans, % GDP  

Investment  

• Market capitalization, % GDP 

• Venture capital deals/bn PPP$ GDP   
 

Human capital & research  

 

Education  

• Expenditure on education, % GDP  

Tertiary education    

• Graduates in science & engineering, %  

Research and development  

• Gross expenditure on R & D, % GDP    25th  

 

 

 

 

 

 

 

 

 

 

 



THE GLOBAL INNOVATION INDEX 2016  



FOLLOW US 

 

Twitter @ wipo 

 

WIPO Magazine  

 www.wipo.int/wipo_magazine/en/  

 

WIPO WIRE  

 www.wipo.int/newsletters/en  

 

PRESS RELEASES  

 www.wipo.int/pressroom/en/   

 

WIPO IN 3 MINUTES  

www.wipo.int/pressroom/en/news/2016/news_0009.html  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

http://www.wipo.int/wipo_magazine/en/
http://www.wipo.int/newsletters/en
http://www.wipo.int/pressroom/en/
http://www.wipo.int/pressroom/en/news/2016/news_0009.html


Thank you for your attention 
 

Ms. Virag Halgand  

 
 

virag.halgand@wipo.int 

 

 

 

 



Speaker:  Thomas Henninger, Legal Information Officer, PCT 

Knowledge Management Section, PCT Legal Division, 

WIPO  

    

E-mail:     thomas.henninger@wipo.int 

 

THE PATENT COOPERATION TREATY (PCT)  

INTRODUCTION AND FUTURE DEVELOPMENTS  

 

Budapest, Hungary 

November 16, 2016 
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SEEKING PATENTS MULTI-NATIONALLY: 

TRADITIONAL PATENT SYSTEM 

VS. PCT SYSTEM 
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PARIS ROUTE VS. PCT NATIONAL PHASE 

* 

Share of non-resident PCT National phase entries in total non-resident applications (%)
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Local patent application followed within 12 months by multiple foreign 

applications claiming priority under Paris Convention: 

 

 multiple formality requirements 

 multiple searches 

 multiple publications 

 multiple examinations and prosecutions of applications 

 translations and national fees required at 12 months 

 

Some rationalization because of regional arrangements: 

ARIPO, EAPO, EPO, OAPI 

TRADITIONAL PATENT SYSTEM: “PARIS ROUTE” 
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1 country = 1 filing 



THE PCT SYSTEM 

 

(months) 

File PCT 

application 
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File 

 demand for 

International 

       preliminary 

      examination 

 

File local 

application 

 

Enter 
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phase 

22 28 
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International  

preliminary 

report on 

patentability 

Typically a national 

patent application in 

the home country of 

the applicant 

Typically filed in same 

national patent office--one 

set of fees, one language, 

one set of formality 

requirements--and legal 

effect in all PCT States 

Report on state of 

the art (prior art 

documents and their 

relevance) + initial 

patentability opinion 

Disclosing to world 

content of application 

in standardized way 

Request an additional 

patentability analysis on  

basis of amended application 

Additional patentability 

analysis, designed to assist 

in national phase decision-

making 

Express intention 

and take steps to 

pursue to grant in 

various states 

19 SIS 

Request 

(optional) 



1. postpones the major costs associated with internationalizing a patent 

application 

 

2. provides a strong basis for patenting decisions 

 

The PCT, as the cornerstone of the international patent system, provides a worldwide 

system for simplified filing and processing of patent applications, which— 

 

 ADVANTAGES FOR PCT USERS  



TRADITIONAL PATENT SYSTEM 

VS. PCT SYSTEM 

Fees for: 

--translations 

--Office fees 

--local agents 
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Documents relevant to 

whether or not your 

invention may be 

patentable 

Symbols indicating 

which aspect of 

patentability  

the document cited is 

 relevant to (for example, 

novelty, inventive step, 

etc.) 

The claim numbers 

in your application to 

which the document is 

relevant 

PCT INTERNATIONAL SEARCH REPORT (PCT/ISA/210) 

http://www.wipo.int/export/sites/www/pct/en/forms/isa/isa210.pdf


PCT WRITTEN OPINION (PCT/ISA/237) 

Patentability 

assessment 

 of claims 

Reasoning 

supporting the 

assessment 

http://www.wipo.int/export/sites/www/pct/en/forms/isa/isa237.pdf


3. harmonizes formal requirements 

 

4. protects applicant from certain inadvertent errors 

The PCT, as the cornerstone of the international patent system, provides a worldwide 

system for simplified filing and processing of patent applications, which— 

 

 ADVANTAGES FOR PCT USERS  



HARMONIZATION OF FORMAL REQUIREMENTS 

PCT Applicant’s Guide, paragraph 4.011: “There is a prescribed form for 

the international application. This form must be accepted by all designated 

Offices for the purposes of the national phase, so that there is no need to 

comply with a great variety of widely differing formal requirements in the 

many countries in which protection may be sought.” 

 

PCT Article 27(1): “No national law shall require compliance with 

requirements relating to the form or contents of the international 

application different from or additional to those which are provided for in 

this Treaty and Regulations.” 

 



 invited corrections of defects & fee payments 

 non-competent receiving Office 

 double formality review 

 restoration of the right of priority 

 missing parts/incorporation by reference 

 rectification of obvious mistakes 

 excuse of national phase entry delay 

 

PROTECTION FROM INADVERTENT ERRORS 



5. evolves to meet user needs 

 

6. is used by the world’s major corporations, universities and research 

institutions when they seek multinational patent protection 

 

7. can result (if PCT reports are positive) in accelerated national phase 

processing in a number of countries   

The PCT, as the cornerstone of the international patent system, provides a worldwide 

system for simplified filing and processing of patent applications, which— 

 

 ADVANTAGES FOR PCT USERS  



PATENT PROSECUTION HIGHWAY (PPH) AND 

PCT 

■ Accelerated examination in the national phase based on a positive work product of an 

International Authority (written opinion of the ISA or the IPEA, IPRP (Chapter I or II)) 

 

■ Conditions:   

 

■ At least one claim has been determined by the ISA or the IPEA to meet the PCT criteria of 

novelty, inventive step and industrial applicability;  and  

■ ALL the claims must sufficiently correspond to the claims deemed to meet the PCT criteria 

(they are of the same or similar scope or they are of narrower scope than the claims in the PCT 

application) 

 

■ Global PPH and PCT: 

 

■ Introduction of Global PPH Pilot in January 2014 

■ Single set of qualifying requirements that simplifies the existing PPH network so that it is more 

accessible for users 

 



LiTraCon – Hungarian Company set up in 2004 by a young architect Aron Losonczi 

(1977) producing translucent form of concrete; LiTraCon material has been used in 

many famous buildings and has won several innovation and design awards, including 

the Hungarian Heritage Award 2014. 

Source: WIPO IP Advantage Database November 2016 (Photo: Litracon) 

 PCT CASE STUDY: START-UP 

Mr. Losonczi told Associated Press: “It was made of glass and ordinary concrete, and the 

idea of combining the two struck me. Then I went to Stockholm to do post-graduate work in 

architecture and developed it there.” 

• 2003: PCT application (PCT/SE2003/000798) granted by EPO in 2009 and USPTO in 

2012. 

• 2008: PCT application (PCT/HU2008/000084) for additional technology; national phase 

entry in Australia, China, EPO, Israel, India and US.  

PCT/SE2003/000798 



PCT TESTIMONIAL: INVENTOR 

Professor Shuji Nakamura—co-winner of the 2014 

Nobel Prize for Physics for his work on blue LED 

technology—is quoted in a December 2014 WIPO 

Magazine article:  

“… The PCT is critical for these early stage  technologies because it gives 

us the opportunity to protect our patents globally while allowing the 

market and the technology to mature further before determining which 

countries might be most valuable to commercial partners.” 

 



PCT TESTIMONIAL: LARGE COMPANY 

Qualcomm: 

 

 Started in 1985 with 7 people 

 Today more than 170 offices in more than 40 countries, 

and 33,000 employees 

 $25.3 billion in revenue in FY 2015 

 #2 user of PCT in 2015: 2442 PCT applications 

published 

 

 

“Over the past 25 years, Qualcomm has been one of the largest users of the PCT system. 

To date we have filed more than 9,000 patent applications. International patent 

applications are important to the protection of innovations around the globe. The PCT 

helps put innovation into practice by providing a simple and cost-effective way to file 

international patent applications. The PCT is critical for Qualcomm because we are, above 

all, an innovation company.…[PCT] has been a vital partner in the success of our 

company and the growth of the wireless industry.” CEO Paul Jacobs, 2011 



PCT COVERAGE TODAY  



=PCT 

Albania   

Algeria   

Angola 

Antigua and Barbuda  

Armenia   

Australia   

Austria   

Azerbaijan   

Bahrain  

Barbados   

Belarus   

Belgium   

Belize   

Benin   

Bosnia and Herzegovina  

Botswana  

Brazil   

Brunei Darussalam 

Bulgaria   

Burkina Faso   

Cambodia (8 Dec. ‘16) 

Cameroon   

Canada   

Central African Republic  

Chad 

Chile 

China  

Colombia  

Comoros  

Congo 

   

Costa Rica   

Côte d'Ivoire   

Croatia   

Cuba   

Cyprus   

Czech Republic   

Democratic People's  

   Republic of Korea  

Denmark   

Djibouti (23 Sept. ‘16) 

Dominica 

Dominican Republic  

Ecuador 

Egypt 

El Salvador 

Equatorial Guinea  

Estonia   

Finland   

France,   

Gabon 

Gambia 

Georgia  

Germany 

Ghana  

Greece  

Grenada  

Guatemala 

Guinea  

 

 

 

Guinea-Bissau   

Honduras 

Hungary  

Iceland  

India   

Indonesia  

Iran (Islamic Republic of) 

Ireland   

Israel   

Italy   

Japan   

Kazakhstan  

Kenya 

Kuwait (9 Sept. ‘16) 

Kyrgyzstan 

Lao People’s Dem Rep. 

Latvia   

Lesotho  

Liberia  

Libyan Arab Jamahiriya 

Liechtenstein  

Lithuania  

Luxembourg  

Madagascar 

 

 

  

Malawi  

Malaysia 

Mali   

Malta 

Mauritania   

Mexico   

Monaco   

Mongolia   

Montenegro 

Morocco   

Mozambique   

Namibia  

Netherlands   

New Zealand 

Nicaragua 

Niger 

Nigeria 

Norway 

Oman 

Panama 

Papua New Guinea 

Peru 

Philippines  

  

   

 

Poland 

Portugal 

Qatar 

Republic of Korea  

Republic of Moldova  

Romania   

Rwanda 

Russian Federation  

Saint Lucia   

Saint Vincent and 

      the Grenadines  

San Marino 

Sao Tomé e Principe 

Saudi Arabia 

Senegal   

Serbia 

Seychelles 

Sierra Leone   

Singapore   

Slovakia   

Slovenia   

South Africa   

Spain   

Sri Lanka   

Sudan   

Swaziland 

St. Kitts and Nevis 

Sweden 

Switzerland 

Syrian Arab Republic 

Tajikistan  

Thailand 

The former Yugoslav   

     Republic of Macedonia  

Togo   

Trinidad and Tobago  

Tunisia 

Turkey   

Turkmenistan   

Uganda   

Ukraine   

United Arab Emirates 

United Kingdom   

United Republic of Tanzania  

United States of America  

Uzbekistan   

Viet Nam   

Zambia 

Zimbabwe 

151 PCT STATES 
Recent accessions: 

Kuwait 

Djibouti 

Cambodia 



UN MEMBER STATES NOT YET IN PCT 

Afghanistan 

Andorra* 

Argentina** 

Bahamas 

Bangladesh 

Bhutan 

Bolivia 

Burundi 

Cape Verde 

Democratic Republic of 

Congo 

Eritrea 

Ethiopia 

Fiji 

Guyana 

Haiti 

Iraq 

Jamaica 

 

Jordan* 

Kiribati 

Lebanon 

Maldives 

Marshall Islands 

Mauritius 

Micronesia 

Myanmar 

Nauru 

Nepal 

Pakistan 

Palau 

Paraguay** 

Samoa 

Solomon Islands 

Somalia 

South Sudan 

Suriname* 

 

Timor-Leste 

Tonga 

Tuvalu 

Uruguay** 

Vanuatu 

Venezuela 

Yemen 

 

(42) 

*preparing to accede **PCT discussions ongoing 



PCT APPLICATIONS 
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•2015: 218,000 (+1.7%) 

•WIPO Chief Economist predicting +3.3% in 2016 
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INTERNATIONAL APPLICATIONS RECEIVED IN 
2015 BY COUNTRY OF ORIGIN  

• 26+% originating in US 

• 75% from top 5 countries; 92+% of filings from top 15 countries 

• PCT applications filed by applicants from 132 countries 

• Very close to having 80% of UN member countries in the PCT 

US: -6.7% 

JP: +4.4% 

CN: +16.8% 

DE: +0.5% 

KR: + 11.5% 

FR: + 2.6% 

GB: + 0.8% 

NL: + 3.6% 

CH: +4.4% 

SE: -1.4% 

IT: +0.8% 

CA: -7.2% 

AU: + 1.7% 

IL: + 7.4% 

FI: -12.1% 



PCT USE BY HU APPLICANTS 

0

20

40

60

80

100

120

140

160

180

200

00 01 02 03 04 05 06 07 08 09 10 11 12 13 14 15

• 148 applications in 2015 (CZ: 191; PL 439; SK 38) 

• 2015: RO/EP: 8, RO/HU: 105, RO/IB: 31 



HU APPLICATIONS BY TECHNOLOGY 

• 2015 data 

• Organic fine chemistry 11,4 % and Pharmaceuticals 11,1 % 



DEVELOPMENT OF PCT APPLICATIONS 



TOP PCT APPLICANTS 2015* 

1. Huawei Technologies—CN (3,898)**     +450 

2. Qualcomm—US (2,442) 

3. ZTE—CN (2,155) 

4. Samsung—KR (1,683)                          +300, up from #11 

5. Mitsubishi Electric—JP (1,593) 

6. Ericsson—SE (1,481) 

7. LG Electronics—KR (1,457)                 +320, up from #16 

8. Sony—JP (1,381)                                 +400, up from #21 

9. Philips—NL (1,378) 

10. Hewlett-Packard—US (1,310)              +485, up from #25 

11. Siemens—DE (1,292)  

12. Intel—US (1,250) 

13. Bosch—DE (1,247) 

14. Boe Technology—CN (1,227) 

15. Toyota—JP (1,214) 

16. Panasonic—JP (1,185) 

17. Hitachi—JP (1,165) 

18. Halliburton—US (1,121) 

19. Sharp—JP (1,073) 

20. Tencent Technology—CN (981) 

() of published 

PCT applications 

**more than 15 

per WIPO working 

day 

*48,539 total PCT 

applicants in 2015  

2015: 

•  85% businesses 

•  8% individuals 

•  5% universities 

•  2% government and 

research institutions 

20% of PCT 

applicants were 

responsible for more 

than 80% of the 

published applications 



TOP UNIVERSITY PCT APPLICANTS 2015 

1. University of California (US) 

2. MIT (US) 

3. Johns Hopkins (US) 

4. University of Texas (US) 

5. Harvard University (US) 

6. University of Michigan (US) 

7. University of Florida (US) 

8. Tsinghua University (CN) 

9. University of Tokyo (JP) 

10. Stanford University (US) 

11. Seoul National University (KR) 

12. Peking University (CN) 

13. Columbia University (US) 

14. Isis Innovation Limited (GB) 

15. Cornell University (US) 

16. University of Pennsylvania (US) 

17. Kyoto University (JP) 

18. Korea University (KR) 

19. CalTech (US) 

20. Danemarks Tekniske Universitet (DK) 



The appointed ISAs are the following 21 
offices:  

Australia 

Austria 

Brazil 

Canada 

Chile  

China 

Egypt 

European Patent Office* 

Finland 

India 

Israel 

Japan 

Nordic Patent Institute 

Republic of Korea 

Russian Federation 

Singapore 

Spain 

Sweden 

Ukraine 

United States of America 

Visegrad Patent Institute (1 July 2016)* 

 

 PCT INTERNATIONAL SEARCHING AUTHORITIES 

Additional offices  

appointed as ISAs (not yet 

operational):   
 

Turkish Patent Institute 

 

*available to HU (and CZ, 

SK, PL applicants) 



CHOICE OF RO(S), LANGUAGE(S) OF FILING 

AND ISA(S), HU APPLICANT(S)) 

■ Receiving Offices RO/HU    RO/EP RO/IB 

 

 

 (HIPO)    (EPO) (WIPO) 

■   Filing language(s) English,    English, Any  

 French,    French, language  

 German,    German 

 Hungarian 

■   ISA(s) EP/XV     EP  EP/XV  

 

 

 

■   Search language(s)  EP :  English, French, German  

 XV:   Czech, English, Hungarian, Polish, Slovak 

  

http://www.wipo.int/pct/guide/en/gdvol1/annexes/annexc/ax_c_ep.pdf
http://www.wipo.int/pct/guide/en/gdvol1/annexes/annexc/ax_c_ib.pdf


NEW/RECENT DEVELOPMENTS 

 



JULY 1, 2016 PCT RULE AMENDMENTS (1) 

 

■ legal basis and procedure for removing/withholding certain “sensitive 

information” from public access on applicant’s request (Rules 9, 48 & 94) 

 

 upon reasoned request by the applicant to the IB 

 

 Information will be omitted from publication/public file access, if 

 

1) it does not obviously serve the purpose of informing the public   about 

the international application, 

2) publication of or public access to such information would clearly 

prejudice the personal or economic interests of any person, and 

3) if there is no prevailing public interest to have access to that information 

 

 effective as from 1 July 2016 for applications filed on or after that date 

 

■ language of communication with IB via ePCT opened to all publication 

languages (Rule 92) 

 



JULY 1, 2016 PCT RULE AMENDMENTS (2) 

■ required transmittal by RO to IB of documents submitted in support of requests for 

restoration of priority right (Rules 26bis & 48) 

 
■ Exception: if “sensitive information” standard (Rule 48(l)) met 

 

■ “general unavailability of electronic communications services” as grounds for 

excuse of delay in meeting certain time limits (Rule 82quater) 
 

■ Extension of force majeure provisions to time limits missed due to “general failures of 

electronic communication services” 

 
■ PCT Assembly: “covers outages that affect widespread geographical areas or many individuals, 

as distinct from localized problems associated with a particular building or single user” 

 

■ Amended paragraph 30 of RO Guidelines: 

 
■ Element of “unforeseeable” must be present and no reasonable alternative filing means available 

 

■ Effective as from 1 July 2016 for applications filed on or after that date, and for 

applications filed before that date where the “event” occurred on or after that date 



JULY 1, 2017 PCT RULE AMENDMENTS (1) 

■ transmittal by RO of earlier search and/or classification results to ISA, where 

national law permits (Rules 12bis, 23bis & 41)) 

 

■ General Rule: ROs forward the search/classification results from applications of 

which priority is claimed without the applicant’s express permission, where permitted 

by national law 

 

■ Exception: 

 
■ ROs which have notified the IB (before April 14, 2016) of incompatibility of such 

forwarding with applicable national law are not required to do so 

 
■ 11 ROs made this notification 

 

■ Even in cases in which ROs in principle apply the procedure, when filing the PCT 

application applicants may request to not have the earlier search results forwarded 

to the ISA (3 ROs have notified the IB in this way) 

 

■ Effective as from 1 July 2017 for applications filed on or after that date 



JULY 1, 2017 PCT RULE AMENDMENTS (2) 
 

 

■ designated Offices required to provide IB with timely national phase entry 

and related data (Rules 86 & 95) 

 
■ Objective: visibility of the status of PCT application during the national phase on 

PATENTSCOPE under the “National phase” tab 

 

■ Obligation for designated Offices to timely send national phase entry and related data 

to the IB (within 2 months from expiry of national phase deadline or asap thereafter) 

 

■ Data required to be transmitted: 

 
■ Date national phase entered 

■ National application number 

■ Number and date of any national publication  

■ Number and date of grant 

 
■ Effective as from 1 July 2017 for applications in respect of which the acts referred to 

in Article 22 or Article 39 are performed on or after that date 

 

 



PCT ASSEMBLY 2016 

■ Outcomes  

 

 

 

■ Appointment of Turkish Patent Institute as PCT ISA/IPEA (#22) 

 

 

 

■ Amendments to the PCT Regulations (entry into force:  1 July 2017) 

 

■ Modifying time limit to request Supplementary International Search (from 19 to 22 

months) 

■ Further small change to Rule 23bis 

■ Removal of unnecessary incompatibility provisions 



PCT WORKING GROUP 2016 (1) 

■ Outcomes:  

 
■ Report provided on upcoming 3rd pilot of IP5 collaborative search and examination 

 
■ Planned that all IP5 offices will participate, will be applicant driven (to assess business interest), 

will involve at least 100 PCT applications per office and last up to 3 years, so as to fully assess 

impact 

 

■  IB will consult with Offices and user groups on: 

 
■ proposed pilot for ePCT national phase entry functionality 

■ technical/legal/administrative issues related to color drawings 

■ translation difficulties relating to the number of words in abstracts and drawings 

■ inclusion of CPC/other national classification symbols on front page of published international 

applications 

 

■ Examiner training 

 

■ IB will:  

 
■ compile info on examiner training provided by offices 

■ invite offices to provide training to examiners from other offices 

■ develop concept for improved coordination of examiner training 

■ invite sharing of training materials 

 



PCT WORKING GROUP 2016 (2) 

■ Outcomes (cont.):  

 

 

 

■ No agreement on proposals concerning: 

 

■ same day priority claims 

 

■ missing parts/erroneously filed procedure 

 

■ fee reductions proposed by Brazil for universities and public research 

organizations—for further discussion next year 

 

■ proposed amendments to Schedule of Fees and Rule 92bis to assist IB in 

responding to potentially abusive use of PCT fee reductions 

 

 

 



OTHER PRACTICE CHANGES 

■ Payment by check to the IB no longer accepted 

 

 

 
 Following the introduction of further restrictions with regard to the processing 

of checks by the International Bureau’s banking partners, the International 

Bureau will no longer accept payment by cheque with effect from 

January 1, 2017.  

 

 

 Any check received on or after this date will be systematically returned to the 

issuer 

 



CONTINUED AREAS OF PCT FOCUS (1) 
■ Quality: 

 

 Improve the quality and consistency of PCT international phase 

reports 

 Develop quality metrics for measuring usefulness of international phase reports 

 Develop quality feedback system for offices (e.g., DO to ISA) 

 Explore collaborative search and examination 

 Improve timeliness of PCT work 

 

■ Help designated Offices to better understand reports  

 

 Search strategies, standardized clauses, explanations of relevance of cited documents, etc. 

 

■ Improve timeliness of actions in international phase 

 
 ISAs/IPEAs, ROs (eSearchCopy) 

 

■ Improve access to national search and examination reports 

 

 PATENTSCOPE, WIPO-CASE, Global Dossier 

■ Make progress against misleading invitations sent to PCT users 

 









CONTINUED AREAS OF PCT FOCUS (2) 

■ Helping developing countries benefit from the PCT 

 

 top 15 countries responsible for 92% of IAs filed in 2015 

 improve training for patent examiners (especially in developing and least developed 

countries), and better coordinate training already provided 

 

 

 

■ Making PCT accessible to applicants of all types from all Contracting States  

 

 fee reductions (SMEs, universities, research institutes, individual applicants) 



■ ePCT:  electronic interface to entire PCT international phase process 

 

■ real time access to IB files and bibliographic data 

■ notifications of significant events and approaching deadlines 

■ Online electronic preparation and filing with real-time validations (currently with 43 

receiving offices, including IB, Algeria, Austria, Australia, Azerbaijan, Brazil, Brunei, 

Bulgaria, Canada, Chile, Colombia, Cuba, Czechia, Denmark, EAPO, Estonia, EPO, 

Finland, Hungary, Iceland, India, Indonesia, Israel, Iran, Latvia, Malaysia, Mexico, 

New Zealand, Norway, Oman, Philippines, Poland, Portugal, Qatar, Republic of 

Korea, Russian Federation, Saudi Arabia, Slovakia, Sweden, Singapore, Turkey, 

South Africa, and the United States of America) soon: Panama and Dominican 

Republic 

■ Multilingual (10 language) interface available 

■ Working on centralized fee payment mechanisms 

■ Consulting on how ePCT could be used for national phase entry  

 

CONTINUED AREAS OF PCT FOCUS (3) 



THE PCT—1978 TO 2016 (1) 

 As filing tool:  PCT has been extremely successful 

 

 preferred route for international patenting (≈218,000 applications in 2015, > 

55% “market share”) 

 

 harmonization of formal and procedural requirements, beyond PCT 

 national laws; Patent Law Treaty (PLT) 

 



THE PCT—1978 TO 2016 (2) 

 As worksharing tool: (which it was intended by its founders to be), PCT has not 

been as effective in practice  

 

 had it been successful up to now in this sense, it would have been of more 

assistance in addressing national quality of examination and (for some Offices) 

backlogs in processing 

 expectation by founders was: “flying start” for offices, which would complete, further 

check, and criticize … 

 reality: many Offices start “from scratch”, perhaps not in complete isolation, but to a 

great degree … 

 

 What is needed:  build more trust between patent offices, so that duplicative 

international phase and national phase processing can be reduced 



THE PCT OF THE FUTURE 
 Should include: (in the view of the IB) 

 Renewed emphasis of the “Cooperation” element in PCT: 

 Offices and Authorities performing their roles in a timely way and to the level of quality 

necessary to allow other Offices and the public at large to trust in the work performed 

by them 

 Increase the capacity to measure that quality 

 Full faith and credit should be given to an Office’s own ISA workproduct 

 Further consider allowing the market/competition (e.g., greater ISA choice for applicants) to 

exert an effect    

 Make use of DO feedback, as particularly interested consumers of PCT reports 

 

 Development of IT systems and standards to support sharing information with other 

Offices more effectively 

 Centralized fee payment mechanism?  

 

 Establishment of appropriate applicant incentives so that they play a more effective part 

in the cooperation 

 

 Provision of training and assistance to Offices from all Contracting States so that they 

are able to perform their roles effectively 

 

 



PCT INFORMATION AND TRAINING 

29 video segments on WIPO’s Youtube channel and WIPO’s PCT page about individual PCT 
topics 

 

PCT Distance learning course content available in the 10 PCT publication languages, and a 
2nd detailed PCT DL course under preparation 

 

PCT Webinars  

 

free updates on developments in PCT procedures, and PCT strategies—previous webinars are 
archived and freely available 

upon request also for companies or law firms, for example, for focused training on how to use ePCT  

 

Videoconference and audio possibilities also available 

 

 In-person PCT Seminars and training sessions: see PCT seminar calendar 
(http://www.wipo.int/pct/en/seminar/seminar.pdf)  

 

Monthly Newsletter (http://www.wipo.int/pct/en/newslett/) 

 

Extensive information resources on PCT website (http://www.wipo.int/pct/en/) 

http://www.wipo.int/pct/en/seminar/seminar.pdf
http://www.wipo.int/pct/en/seminar/seminar.pdf
http://www.wipo.int/pct/en/newslett/
http://www.wipo.int/pct/en/newslett/
http://www.wipo.int/pct/en/
http://www.wipo.int/pct/en/


For general questions about the PCT, contact the PCT 

Information Service at: 

 
Telephone: (+41-22) 338 83 38  

Facsimile: (+41-22) 338 83 39  

E-mail: pct.infoline@wipo.int  

 

  thomas.henninger@wipo.int 

 

  

PCT RESOURCES/INFORMATION 

mailto:thomas.henninger@wipo.int


Budapest, Hungary 

November 16, 2016 

Speaker:  Mr. Bisson Grégoire, Director, Brands amd Designs Sector, 

The Hague Registry, WIPO  

    

E-mail:     Gregoire.bisson@wipo.int  

GLOBAL INTELLECTUAL PROPERTY: OVERVIEW 

OF THE MADRID SYSTEM 
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Budapest, Hungary 

November 16, 2016 

Speaker:  Mr. Iustin Dianconescu, Head, Patent Database Sectopn, 

Global Infrastructure Sector, WIPO  

    

E-mail:     Iustin.Diaconescu@wipo.int  

GLOBAL DATABASES FOR IP PLATFORMS AND 

TOOLS FOR THE CONNECTED KNOWLEDGE 

ECONOMY  

 

mailto:Iustin.Diaconescu@wipo.int


STRATEGIC GOALS OF GLOBAL DATABASES 

AND TOOLS  

 

 

 

 

2 related goals: 

 

 
 

 “Coordination and Development of Global IP Infrastructure” 

 

 “World Reference Source for IP Information and Analysis” 

 



BENEFITS TO STAKEHOLDERS  

For Business/Research:  

 
 Providing search facilities for IP collections (patents, trademarks, industrial designs) 

 Simplifying application procedures to multiple IP authorities 

 Providing IP related matchmaking services 

 

 

 

 

 

For IP offices:  

 
 Assisting automation, IP information dissemination to the public, and exchange of IP 

documents with other offices 

 



GLOBAL DATABASES, TOOLS, AND 

PLATFORMS FOR IP BUSINESS (FREE)  

PATENTSCOPE  

Global Brand Database 

Global Design Database 

WIPO Lex 

WIPO Pearl 

WIPO Re:Search 

WIPO Green 

 



PATENTSCOPE SUMMARY 

2.9 million published PCT applications (first publish every week, high quality 

full text) 

 

57 million patent applications from 40+ countries or regions 

35’000 unique users per day 

Analyze results by graphs and charts 

Search and read in your language 

 



PATENTSCOPE KEY FEATURES 

https://patentscope.wipo.int  

https://patentscope.wipo.int/


PATENTSCOPE - USERS 

 Companies 

 
 Follow competitors 

 Check if an invention has already been patented to avoid R&D/patent 

application costs 

 Find technologies for which protection has expired to exploit them 

 Study trends for technologies and territories 

 

 Universities 
 

 Find new technologies 

 

 Patent Offices 

 
 Access all the documents associated with a patent 

 





Electric car  - 

only 16,000 hits 

 

 

Search Query  

(synonyms & 

technologically 

related terms) 





??? 





Simple Interface: inventor search 





Simple Interface: inventor search 



WIPO TRANSLATE - TAPTA 







WIPO Translate now works with long Chinese, Japanese 

and French  documents 

  
 

 

  
 

 

 

 

 

 

 

 

 

 

 



Competitive translation quality: BLEU scores: 
 

WIPO TRANSLATE 



COVERAGE: WHAT IS INCLUDED? 

PCT published applications 

National/regional patent collections 



COVERAGE : DETAILS OF COLLECTIONS 



Principle: 

 

 

 

 

 

 

 

 

 

 

 

Standardize all the different representations of chemical structures into 

Inchikeys 

 

Recognize chemical compounds in patent texts and from embedded 

drawings included in patent texts 

  

Implement search functions for Inchikeys that can be used by non chemists 

 

 

  
 

 

 

 

 

 

 

 

 

 

 

SEARCH CHEMICAL COMPOUNDS 



PATENTSCOPE 
Documents 

Enriched PATENTSCOPE 
Documents 

(…) At the moment the surgical 

procedure starts, benzodiazepin, e.g. 

diazepam, is administered in a dose of 

no more than 5 mg. (…) 

(…) At the moment the surgical procedure 

starts, benzodiazepin, e.g. 

@AAOVKJBEBIDNHE-UHFFFAOYSA-N@, 

is administered in a dose of no more than 5 

mg. (…) 

AAOVKJBEBIDNH

E-UHFFFAOYSA-N 



STANDARDIZATION 

IUPAC name 

N-(4-hydroxyphenyl)acetamide 
 

 

INN 

paracetamol 
 

  
 

 

 

 

 

 

 

 

 

 

 

Other names 

Acetaminophen, panadol, tylenol, … 
 

  
 

 

 

 

 

 

 

 

 

 

 

RZVAJINKPMORJF-UHFFFAOYSA-N 

  
 

 

 

 

 

 

 

 

 

 

 



 
ACCESS ONLY WITH THE PATENTSCOPE 

ACCOUNT 



HOW DOES IT WORK? 



HOW DOES IT WORK? 



Its chemical formula is C7H8N4O2 and IUPAC name:  

3,7-dimethyl-1H-purine-2,6-dione 

 

 

Theobromine is found in the seeds of the plant Theobroma Cacao, which is 

the well-known source of chocolate and cocoa. It has a bitter flavor, which 

gives dark chocolate its typical bitter taste. 

 

 

 

EXAMPLE 1: THEOBROMINE 















COMBINE CHEMICAL SEARCH CRITERIA 
WITH OTHER CRITERIA 



WIKIPEDIA: 
 

 

 

 

 

 

 

 

 

 

 

 INNs are official generic and non proprietary names given to a 

pharmaceutical drug or active ingredients issued by the World Health 

Organization (WHO). 

 

Growing need to be able to search INNs in patent texts 

 

PATENTSCOPE supports the search of 6917 INNs by Inchikey  

INTERNATIONAL NON PROPRIETARY 

NAMES 



SCOPE 

 

Works on developed complete exact formulas ≠ Markush structures (-R) 

that are chemical symbols used to indicate a collection of chemicals with 

similar structures. 

 

 

 

 

 

 

 

Chemical elements, short names (less than 4 characters), common solvents 

and polymers are not annotated by design 

PCT and US national collections with IPC codes related to chemistry 

Languages: English and German 

 



WARNING 

 

Based on state of the art fully automated chemical recognition algorithms:  

the technology is NOT 100% accurate  

  

OCR errors in the available patent full texts make the recognition of chemical 

compound even more challenging 

 

 

=>  Use it as a discovery tool knowing that the results are not exhaustive, nor 

all exact (precision, recall) 

 



MONTHLY WEBINAR 



GLOBAL BRAND DATABASE  

Over 25 million records relating to internationally-protected trademarks, etc. 

 

Goal is to include all brand-related information from all sources 

 

Currently searches across multiple collections, including: 

 

 Trademarks registered under Madrid System 

 Appellations of Origin registered under Lisbon System 

 Emblems protected under the Paris Convention 6ter  

 Algeria, Australia, Brunei, Canada, Cambodia, Denmark, Egypt, Estonia, 

Indonesia, Israel, Japan, Laos, Mexico, Morocco, New Zealand, Oman, Papua 

New Guines, Philippines, Singapore, Switzerland, Tonga,  UAE, US – with many 

more coming soon 

 





GLOBAL BRAND DATABASE – FEATURES 

Single intuitive interface to search 30 data collections 

Image Search by example 

Interactive & dynamic search with immediate feedback 

Fuzzy, phonetic and word-stem matches 

Automatic term suggestion 

Easy search of US or Vienna image class  

Full Boolean, proximity and range options 

Unlimited, customizable results browsing 

Saved searches and record sets 

Instant, graphical data analysis 

 

 



IMAGE SEARCH 

• Sort your results by their visual similarity to an image you provide 

 

• World’s first public trademark database to provide search by image 

 

• Choose the search strategy best suited to your particular mark 

Search For Find (in top results – without Vienna Class) 



How it works – Looking for logos similar to ‘Arla’ 
 







Using Image Search – drag image from results to image filter 

 



Select a search strategy and, 

optionally, what type of image to look 

for and all images are sorted by 

similarity to your source image 



Combine with Vienna class – or any 

other terms or filters.  The image filter 

will sort matching records accordingly. 



GLOBAL DESIGN DATABASE  

 

 

 

URL: http://www.wipo.int/designdb 

 

Launched on January, 9th 2015. 

 

Free of charge simultaneous design-related searches across multiple 

collections, including: 

 

 designs registered under the Hague System 

 national design collections of CA, ES, JP, NZ, US 

 other national collections, including DE, KR and EM coming soon 

http://www.wipo.int/designdb
http://www.wipo.int/designdb
http://www.wipo.int/designdb
http://www.wipo.int/designdb
http://www.wipo.int/designdb
http://www.wipo.int/designdb
http://www.wipo.int/designdb
http://www.wipo.int/designdb




SEARCH BY NATIONAL CLASSIFICATION AS WELL AS 
LOCARNO 













WIPO PEARL 

WIPO’s online terminology database 

 

16’000 concepts, 110’000 terms 

 

10 languages 

 

Contents validated by WIPO language experts and 

terminologists 

 

http://www.wipo.int/wipopearl/search/home.html 



 

Broad aims: 
- Match-making for technology transfer and collaborations 

- Reduce transaction costs 

- Build on comparative advantages of multi-stakeholder approaches 

- Demonstrate practical means for the global policy issues 
 

Based on the recognition that: 
- Users want access to technologies, not just patent rights 

- Collaboration (e.g. training) is crucial to tech transfer  



WIPO RE: SEARCH  

A Global Database and Platform to bridge partners to use IP 

(including know-how and data) to facilitate R&D  on neglected 

tropical diseases, tuberculosis, and malaria. 

Royalty-free for R&D, manufacture and sale in LDCs 

Over 90 partners (pharmaceutical industry, research institutes such 

as NIH, Universities) 

As of June 2015, 89 collaborations 

 



 
Sharing Innovation in the Fight Against Neglected Tropical Diseases 

Get involved: 

As a user 

As a provider 

As a supporter 
 

Contact email: re_search@wipo.int  

… 

mailto:re_search@wipo.int






7 Database categories 



GET INVOLVED 

Become a Partner and shape the further development of WIPO 

GREEN 

 

 

 

 

Register to:  

 

communicate your green innovation and technology needs 

advertise your inventions, technologies, products and services 

connect with the innovation and business communities globally 

 

 

 

 

 



TAKE HOME HIGHLIGHTS 

PATENTSCOPE: very powerful full text patent prior art search engine: advised 

to be used in conjunction with fee-based professional systems for 

comprehensive searches 

 

 

 

Try WIPO*Translate for Chinese/Japanese patent texts 

 

 

 

Global Brand Database: use for internet domain names and trademark 

searches. Try Image similarity search when Vienna classification searches do 

not perform  

 



THANK YOU FOR YOUR ATTENTION  



Budapest, Hungary 

November 16, 2016 

Speaker:  Mr. Victor Vázquez López, Head, Section for Coordination  

of Developed Countries, Department for Transition and 

Developed Countries (TDC), WIPO    

  

E-mail:    victor.vazquez-lopez@wipo.int  

RESOLVING IP DISPUTES OUTSIDE THE COURTS 

THROUGH WIPO ADR 
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TOP TEN PRIORITIES IN CHOICE OF DISPUTE 

RESOLUTION CLAUSE (WIPO SURVEY) 

WIPO Center Report on International Survey of Dispute Resolution in Technology 

Transactions  



WIPO ARBITRATION AND MEDIATION CENTER 

■ Facilitates the resolution of commercial disputes between private parties involving 

IP and technology, through procedures other than court litigation (alternative 

dispute resolution: ADR) 

■ Offices in Geneva and Singapore  and  

■ Users around the world  

 

■ ADR of IP disputes benefits from a specialized ADR provider 

■ WIPO mediators, arbitrators and experts experienced in IP and technology - able to 
deliver informed results efficiently 

 

■ Competitive WIPO fees 

■ International neutrality 

■ Services include mediation, (expedited) arbitration, expert determination, and 
domain name dispute resolution 

 

 



WIPO ADR 

MEDIATION, ARBITRATION, EXPERT 

DETERMINATION 

 

Mediation: informal consensual process in which a neutral intermediary, the mediator, 
assists the parties in reaching a settlement of their dispute, based on the parties’ 
respective interests. The mediator cannot impose a decision. The settlement agreement 
has force of contract. Mediation leaves open available court or agreed arbitration 
options. 

 

Arbitration: consensual procedure in which the parties submit their dispute to one or 
more chosen arbitrators, for a binding and final decision (award) based on the parties’ 
rights and obligations and enforceable internationally.  Arbitration normally forecloses 
court options. 

 

Expert Determination: consensual procedure in which the parties submit a specific 
matter (e.g., technical question) to one or more experts who make a determination on 
the matter, which can be binding unless the parties have agreed otherwise. 



WHY CONSIDER WIPO ADR? 

Cost of IP court litigation 

Calls for expedient solutions 

Internationalization of creation/use of IP 

Calls for cross-border solutions; consolidate in one procedure 

Technical and specialized nature of IP 

Calls for specific expertise of the neutral 

Short product and market cycles in IP 

Calls for time-efficient procedures 

Confidential nature of IP 

Calls for private procedures 

Collaborative nature of IP creation and commercialization 

Calls for mechanisms that preserve relations 

 

 



ROUTES TO WIPO ADR 

ADR contract clause electing WIPO Rules 

 

WIPO Mediation, and/or 

WIPO Arbitration / Expedited Arbitration, and/or 

WIPO Expert Determination 

Model clauses: www.wipo.int/amc/en/clauses/index.html  

Parties can shape the process via the clause (e.g., location, language, law) 

 

ADR submission agreement electing WIPO Rules, e.g., in existing 

non-contractual disputes 

 

Unilateral request for WIPO Mediation by one party 

 

Court referrals 

http://www.wipo.int/amc/en/clauses/index.html


WIPO ADR Options 

Expedited 

Arbitration 

Arbitration 

 

WIPO Contract 

Clause/ Submission 

Agreement 

Expert 

Determination 

Determination 

(Negotiation) 

Mediation 

Award Settlement 

Party 

Agreement 

Outcome 

Procedure 

First Step 



WIPO Model Clause Example: 
Mediation  
followed by Expedited Arbitration 
"Any dispute, controversy or claim arising under, out of or relating to this contract and any 

subsequent amendments of this contract, including, without limitation, its formation, validity, 

binding effect, interpretation, performance, breach or termination, as well as non-contractual 

claims, shall be submitted to mediation in accordance with the WIPO Mediation Rules. 

The place of mediation shall be [specify place]. The language to be used in the mediation 

shall be [specify language]” 

If, and to the extent that, any such dispute, controversy or claim has not been settled 

pursuant to the mediation within [60][90] days of the commencement of the mediation, 

it shall, upon the filing of a Request for Arbitration by either party, be referred to and 

finally determined by arbitration in accordance with the WIPO Expedited Arbitration 

Rules. Alternatively, if, before the expiration of the said period of [60][90] days, either party 

fails to participate or to continue to participate in the mediation, the dispute, controversy or 

claim shall, upon the filing of a Request for Arbitration by the other party, be referred to and 

finally determined by arbitration in accordance with the WIPO Expedited Arbitration Rules. 

The place of arbitration shall be [specify place]. The language to be used in the arbitral 

proceedings shall be [specify language]. The dispute, controversy or claim referred to 

arbitration shall be decided in accordance with [specify jurisdiction] law." 

www.wipo.int/amc/en/clauses/ 
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WIPO CENTER CASE ROLE 

 

■ Administering cases 

 

■Under WIPO Rules, or under special procedures 

 

■ Active management:  containing time and costs 

 

■ WIPO ECAF (optional online case management) 

 

 

■ Facilitating selection and appointment of mediators, arbitrators, experts 

 

■ WIPO list of 1,500+ neutrals  

 

■ From numerous countries in all regions 

■  Specialized in different areas of IP and IT 
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WIPO ELECTRONIC CASE FACILITY (ECAF) 

 Simple; secure; instant; location-independent; optional  

 

 



• One exchange of pleadings 
• Shorter time limits 
• Sole arbitrator 
• Shorter hearings  
• Fixed fees 

WIPO Expedited Arbitration 

Request for Arbitration  

and Statement of Claim 

Answer to Request for Arbitration and 

Statement of Defense 

Appointment of Arbitrator(s) 

Hearing 

Closure of Proceedings 

Final Award 

WIPO Arbitration 

Request for Arbitration 

Answer to Request for Arbitration 

Appointment of Arbitrator(s) 

Statement of Claim 

Statement of Defense 

Hearings 

Closure of Proceedings 

Final Award 

Further Written Statements and Witness 

Statements 



WIPO MEDIATION, ARBITRATION AND 

EXPERT DETERMINATION CASES 

IP/IT disputes and commercial disputes 

Contractual:  patent licenses, software/ICT, R&D and technology transfer agreements, 

patent pools, distribution agreements, joint ventures, copyright collecting societies, 

trademark coexistence agreements, settlement agreements 

Non-contractual:  infringement of IP rights 

 

Domestic and international disputes  (25/75%) 

Case venues around the world  

Amounts in dispute from USD 50,000 to USD 1 billion 
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DISPUTE AREAS IN WIPO MEDIATION AND 

ARBITRATION CASES 
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RELATIVE TIME AND COST OF 

TECHNOLOGY DISPUTE RESOLUTION 

WIPO Center Report on International Survey of Dispute Resolution                                                        

in Technology Transactions  

 



WIPO CASES: TYPICAL TIME AND COST 
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Fee Calculator 

 

 

 

 

 

 

 

 

 

 

 

 

 
www.wipo.int/amc/en/calculator/adr.jsp 



UNIFORM DOMAIN NAME DISPUTE  
RESOLUTION POLICY (UDRP) 

1999:  WIPO-created international administrative ADR procedure 

 

Allows trademark owners to resolve “clear cut” cases of abusive domain 

name registration and use (“cybersquatting”) 

 

Operates outside the courts, but preserves party court option 

 

Uniform:  applicable to all gTLDs “old” (.com, .net, .org, etc.) and “new” 

(.bike, .fail, .nyc, etc.)  

Also available for 75 ccTLDs 

 

Applicable via mandatory “contract web” between ICANN, registrars, and 

registrants 
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Voguecatch.com - Case No. D2012-
0136 
 



UDRP:  PRINCIPAL ADVANTAGES 

Significantly quicker and cheaper than court litigation 

Two-month average;  fixed fees (USD 1,500) 

Predictable criteria and results 

Decision (transfer) implemented directly by registrar 

Prevents consumer confusion/brand abuse 

 



THE UDRP TEST – THREE ELEMENTS 

  
 

 

 

Trademark must be identical or confusingly similar to the domain name;  

and 

 

The registrant of the domain name must have no rights or legitimate 

interests in the domain name;  and 

 

The domain name must have been registered and used in bad faith. 

 



DOMAIN NAME DISPUTE FILING WITH WIPO 

16 years’ experience as the global leader in domain name dispute resolution 

33,000+ cases covering 60,000+ domain names 

 2015 total:  2,754 cases 

 

Involving parties based in 113 countries 

Multilingual case administration (21 languages to date) 

Paperless filing:  WIPO-initiated eUDRP 

US first-ranked for WIPO case parties and panelists 

 

 

 

 

 



WIPO UDRP COMPLAINANT AREAS OF 

ACTIVITY 

174 



KEY WIPO UDRP RESOURCES 

WIPO Guide to the UDRP 

www.wipo.int/amc/en/domains/guide  

 

 

Model pleadings (complaint and response) 

www.wipo.int/amc/en/domains/complainant  

 

 
Legal Index of UDRP Decisions 

www.wipo.int/amc/en/domains/search/index.html 

 

 
WIPO Jurisprudential Overview of Selected UDRP Questions 

www.wipo.int/amc/en/domains/search/overview/index.html 

 

 

 

http://www.wipo.int/amc/en/domains/guide
http://www.wipo.int/amc/en/domains/complainant
http://www.wipo.int/amc/en/domains/search/index.html
http://www.wipo.int/amc/en/domains/search/overview/index.html
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FURTHER INFORMATION 

 
WIPO Arbitration and Mediation Center Offices 

 
Geneva, Switzerland 

Singapore, Singapore 

 

 

 
WIPO External Offices 

 
Rio de Janeiro, Brazil 

Beijing, China 

Tokyo, Japan 

Moscow, Russia 

Singapore, Singapore 

 
 

 

 

 

 

 



FURTHER INFORMATION 

 

Queries and case filing:  

arbiter.mail@wipo.int 

 

 

 

Model clauses:  

www.wipo.int/amc/en/clauses/ 

 

 

 

Info on procedures, neutrals and  

case examples:  

www.wipo.int/amc/ 
 

 

 

 

 

 

 

mailto:arbiter.mail@wipo.int
http://www.wipo.int/amc/en/clauses/
http://www.wipo.int/amc/en/

